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Responsive to the Examiner's Answer dated July 1, 2005, Appellant 
remarks as follows: 

REMARKS 



Under the "Grouping of Claims" section in the Examiner's Answer, it is 
asserted that the rejection of claims 1 and 69 stand or fall together because 
Appellant's Brief does not include a statement that this grouping of claims 
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does not stand or fall together and reasons in support thereof, citing 37 
C.F.R. §1. 192(c)(7). Appellant disagrees. The C.F.R. section to which the 
Examiner refers was not effective (having been "removed and reserved" 
effective Sept. 13, 2004) at the time of filing of Appellant's Appeal Brief. 
Accordingly, there was no section of the C.F.R, to which the Examiner refers 
with which Appellant needed to comply at the time of filing of its Appeal 
Brief. 

Regardless, claims 1 and 69 do not stand or fall together. Claim 69 
includes additional limitations that add patentable distinction relative to the 
limitations of the claim from which it depends, and the prior art which has 
been cited. Such reasons have been so argued, and accordingly, it is 
conceivable that the Board could rule that claim 69 is allowable while 
claim 1 is not allowable. However for the reasons argued in Appellants 
Appeal Brief, both claims are seen to be allowable over the art of record. 

In paragraph 10 under the "Response to Argument" portion of the 
Examiner's Answer, it is asserted that "Kobayashi teaches both spin profiles 
within a set (Fig. 3) and being able to use a method of modifying the 
coefficient of friction of a face to do such as being applicable for both 
opposite spin profiles (Col. 5, Lns. 37-47)." Kobayashi in no way in the cited 
section refers to its method as being applicable for both opposite spin 
profiles. Clearly, the language upon which the Examiner relies has to be 
taken in the context of everything else stated in the Kobayashi reference, 
which is clearly directed to providing decreasing coefficient of friction in 
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going from a lower numbered club to a higher numbered club in a set. The 
Examiner takes a statement in Kobayashi out of context with respect to the 
clear teaching of the document. Such only teaches spin modification by 
providing decreasing coefficient of friction in going from a lower numbered 
club to a higher numbered club in a set, not the reverse. 

In paragraph 13 under the "Response to Argument" portion of the 
Examiner's Answer, it is asserted that "Kobayashi completely supports 
taking a method of modifying a coefficient of friction on a face between 
clubs in a set to produce a spin profile as desired." However, the desired 
profile is always disclosed by Kawamatsu as producing increasing golf ball 
spin in going from a low numbered club to a high numbered club in a set of 
golf clubs, the opposite of what Appellant claims. Further and accordingly, 
combining the references defeats the purpose of both references as one 
reference teaches increasing golf ball spin while the other teaches 
decreasing golf ball spin in going from a low numbered club to a high 
numbered club in a set of golf clubs. 

In paragraph 12, the Examiner relies on coefficient of friction as 
apparently the only means by which spin is produced. The Examiner is 
mistaken. While it is recognized that coefficient of friction can impact 
degree of spin, such is not the only means to do so. As^ provided in 
Applicant's application, groove configuration is another manner by which by 
which spin can be impacted, and regardless of coefficient of friction. 
Coefficient of friction doesn't necessarily change because of groove 
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configuration, and coefficient of friction might increase, stay the same, or 
decrease among various clubs in Applicant's claim 1 set. Such is not recited 
in claim 1, as Applicant doesn't "regard" anything about coefficient of friction 
as its invention pursuant to 35 USC 112. Groove configuration can impact 
imparted spin independent of coefficient of friction, for example relative to 
bite into a golf ball for example as a knife edge could cut into a golf ball 
independent of coefficient of friction between the knife and ball. 

In paragraph 8, the Examiner asserts Kobayashi and Kawamatsu are 
properly combinable as both deal with face configuration relative to 
impacting ball spin. However, Applicant's specification at p. 2, In. 19 - p. 3, 
In. 10 clearly evidences an objective of Applicant's invention in fabricating 
golf clubs which fall within the scope of USGA rules. And, Appendix II, 
paragraph 5b, of such rules provides: 

b. Impact Area Roughness and Material 

Except for markings specified in the following 
paragraphs, the surface roughness within the area 
where impact is intended (the "impact area") must not 
exceed that of decorative sandblasting, or of fine 
milling (see Fig. IX). 

The Fig. 1 clubs of Kobayashi are clearly in violation of the above 
USGA rule, as such purposefully depict exceeding decorative sandblasting 
and exceeding fine milling. A person of skill in the art seeking to 
manufacture golf clubs in accordance with the USGA rules would not look to 
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teachings from a reference which clearly emphasizes constructions which 
are in violation of the USGA rules. Accordingly even with the Examiner's 
mistaken reliance on coefficient of friction issues, a person of skill in the art 
would not look to a reference which teaches illegal golf clubs, and therefore 
would not combine the two teachings. A person of skill would not look to the 
illegal teachings of Kobayahi regarding rough surfaces in trying to fabricate 
a USGA legal set of golf clubs. Further, altering the surface by increasing 
roughness would tend to tear up the golf balls, thereby defeating a purpose 
of the clubs. 

With respect to paragraph 7, the Examiner's saying two grooves are 
one groove defies logic and reason. "Groove" should be interpreted as a 
person of skill in the art would interpret such word. The USGA rules are 
again helpful in this regard. For example, Appendix II, paragraph 5c(i) of 
the USGA rules provides: 

The distance between edges of adjacent grooves 
must not be less than three times the width of a groove 

Reading two grooves as one would likely always result in a violation of this 
rule, and thereby the Examiner's interpretation is not in accordance with 
how a person of skill in the art would interpret "groove". 

Appellant asserts that its claims 1 and 69 are patentable over the art 
of record. With respect to what Appellant claims (namely, the stated 
decreasing golf ball spin relationship), the references teach the opposite 
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with respect to each other, and modification of the teaching of either 
reference renders the respective prior art unsatisfactory for its intended 
purpose regarding the change of golf ball spin within a golf club set. The 
Examiner has not considered both references in their entirety, including the 
disclosures therein which teach away from Appellant's claims, as is required 
by MPEP §2141.02. Further, the modification of the prior art which the 
Examiner suggests renders each prior art reference unsatisfactory for its 
intended purpose, and accordingly the suggested modification is not 
appropriate pursuant to MPEP §2143. Pursuant to the mandates of the 
MPEP, examination requires consideration of the whole reference, not only 
the portions in support of the Examiner's position. To allow otherwise 
enables an Examiner to merely pick and choose from portions of prior art 
references that support their position, and ignore those that do not support 
their position. 

While MPEP §2144 indicates that the rationale/reason to modify a 
particular reference, or the rationale/reason to combine references, need not 
be the same as an Applicant's rationale/reason of the invention, §2144 does 
not enable an Examiner to ignore or get around the requirements of 
MPEP §2143 that the proposed modification cannot render an applied 
reference unsatisfactory/inoperable for its intended purpose when 
considered in the context of an Applicant's claim. The various sections of 
the MPEP mandates must be considered in harmony with one another, not 
separately and independently. 
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Reversal of the final rejections of claim 1 and 60 is respectfully 
requested. 



Respectfully submitted, 
FOR APPELLANT 



Dated: g^3/-^r 




Reg. No. 32.268 



S:\ul1\013\M04-ReplyBrief.doc 



7 



A2708311049N 



AUG « < ?f!fl'^ 



PTO/SB/21 (09-04) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under tha Paoftrwnrk Reduction Act of 199f5 no npr^nns are required to respond to a collftrtinn of information unte«R it rtknlavs a valid OMR mntml n..mh^r 



TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



10/823.886 



April 13. 2004 



Brad L. Sherwood 



3711 



Stephen Luther Blau 



\^ Total Number of Pages in This Submission 



Attorney Docket Number 



UI1-013 



ENCLOSURES {Check all that apply) 



□ 
□ 



□ 
□ 
□ 

□ 
□ 



Fee Transmittal Form 

I I Fee Attached 

Amendment/Reply 

□ After Final 

□ Affidavits/declaration (s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 



Certified Copy of Priority 

Document(s) 

Reply to Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR1.52 or 1.53 



□ 
□ 

□ 
□ 
□ 
□ 
□ 
□ 



Drawing(s) 

Licensing-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attomey, Revocation 
Change of Con-espondence Address 

Terminal Disclaimer 
Request for Refund 

CD, Number of CD(s) 

I I Landscape Table on CD 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief. Reply Brief) 

Proprietary Information 



□ 
□ 

□ 

I I Status Letter 

n Other Enclosure(s) (please Identify 
below): 

Return Receipt Postcard 



I Remarks | 

Customer No. 021567. 
NO FEE REQUIRED. 

However, should a fee be deemed due and owing, please charge such fee for any item(s) 
checked above to Deposit Account No. 23-0925. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Finn Name 



Wells St. John P.S. 




Date 



Reg. No. 



32,268 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450., Alexandria, VA 22313-1450 on 
the date shown below: 



Signature 



FILED VIA U.S. EXPRESS MAIL 



^yped 



or printed name 



Date 



This collection of infonnatlon is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and1.14. This collection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing tfie form, call 1'800-PTO'9199 and select option 2. 



EV633265506 



